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Office Action Summary 


Application No. 


Applicant(s) , 


Examiner n j * 


Group Art Unit 





—Th MAILING DATE of this communication appears on th cover sheet beneath the correspondence address— 
Period for Reply _ 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE ? MONTH(S) FROM THE MAILING DATE 

OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed after SIX (6) MONTHS 
from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely, may reduce any earned patent 
term adjustment See 37 CFR 1 .704(b). 



Status. 



lesponsive to communication(s) filed on 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1; 453 O.G. 21 3. 



Disposition off Claims 

2><$laim(s) 



Of the above claim(s)- 

□ ClajnjOs) 

83>Oaim(s) 

□ Claim(s) 

□ Claim(s) 



is/are pending in the application. 
. is/are withdrawn from consideration. 



Application Papers 

□ The proposed drawing correction, filed on . 

□ The drawing(s) filed on 



is/are allowed. 

is/are rejected. 

is/are objected to. 

are subject to restriction or election 
requirement 



is □ approved □ disapproved. 



is/are objected to by the Examiner 



□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 1 19 (aHd) 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119 (aHd). 
□ All □ Some* □ None of the: 

□ Certified copies of the priority documents have been received. 

□ Certified copies of the priority documents have been received in Application No 

□ Copies of the certified copies of the priority documents have been received 

in this national stage application from the International Bureau (PCT Rule 17.2(a)) 
'Certified copies not received: : 



Atta hment(s) 

□ Information Disclosure Statements), PTO-1449, Paper No(s). 

[B^Qjice of References) Cited, PT0892 

B^Notice of Draftsperson's Pat nt Drawing Review, PTO-948 



□ Int rvi w Summary, PTO-413 

□ Notice of Informal Pat nt Application, PTO-152 

□ Other 
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DETAILED ACTION 

Claim Rejections - 35 USC§ 112 

1. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

2. Claims 134-154 are rejected under 35 U.S.C. 1 12, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had possession 
of the claimed invention. The specification does not have a "Q", which can be O or NR', where 
R' is H or alkyl. In the specification the double bonds are always connected to oxygen. 
Furthermore, there is no mention of "L" being any non-interfering substituent, branched or 
straight chain aliphatic group of undetermined length, a cyclic aliphatic group, a divalent aryl 
group, or a polymeric group. "L" has to be a branched or straight chain aliphatic group having 
from 1-20 carbon atoms. See "SUMMARY OF THE INVENTION". 

3. Claims 134-154 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for "Q" being oxygen and "L" being a branched or straight 
chain aliphatic group having from 1-20 carbon atoms, does not reasonably provide enablement for 
"Q" being oxygen or NR', wherein R is H or alkyl, or for "L" being any non-interfering 
substituent, branched or straight claim aliphatic group of undetermined length, a cyclic aliphatic 
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group, a divalent aryl group, or a polymeric group. The specification does not enable any person 
skilled in the art to which it pertains, or with which it is most nearly connected, to make or use the 
invention commensurate in scope with these claims. See "SUMMARY OF THE INVENTION". 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 134-154 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant regards 
as the invention. 

6. Formulae I and II are not marked as such in claims 134 and 147. 

Double Patenting 

7. Claims 134-154 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-260 of U.S. Patent No. 6,166,173. 
Although the conflicting claims are not identical, they are not patentably distinct from each other 
because the claims of the instant application are directed to the genus of the species claimed in the 
patent. 

8. Claims 134-154 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-116 of U.S. Patent No. 6,376,644. 
Although the conflicting claims are not identical, they are not patentably distinct from each other 
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because the claims of the instant application are directed to the genus of the species claimed in the 
patent. 

9. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Peter Szekely whose telephone number is (703) 308-2460. The examiner 
can normally be reached on Tuesday-Friday from 7:00 a.m. to 5:30 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Vasu Jagannathan, can be reached on (703) 306-2777. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 873-93 1 1 (After-Final) and 
(703) 872-9310 (Non After-final). 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661. 




Peter Szekely 
Primary Examiner 
Art Unit 1714 



